PAPER B TEMPLATE
Letter to the EPO
Patent application no…

In the name of…

Dear Sirs,

This is in response to the recent A.94(3) EPC Communication.

1. Amendments (A.123(2) EPC)
[Example: 12 marks]
Please find enclosed an amended set of claims to replace those on file. In the amended claims, the following amendments have been made:
· Claim 1 has been amended by…

Numbering correspondence, new claims, combinations, deletions etc

· Claim X is previous claim Y 
· Claim Z is new and has basis in the application as filed on page

· Claim A is a combination of previous claims B and C
· Original claim D has been deleted

GL A-V, 2 & 3; GL H
Double-check no A.123 trap

Provide basis for each claim, even if it has not been amended

Explain where dependency combinations of amended claims were disclosed

Removal or replacement of features

· Three-part Houdaille test if replacing or removing features from claims: GL: H-V, 3.1 and T331/87 

Two-part form and reference signs

· In accordance with R.43(1) EPC and GL F-IV, 2.2, the independent claims have been re-cast in two-part form
· Reference signs in parentheses have been introduced throughout the claims, in accordance with R.41(7) EPC
The amendments do not add subject-matter to the application as filed, in accordance with A.123(2) EPC.

2. Clarity (A.84 EPC) / Unity (A. 82 EPC)
Clarity

A.84 EPC, GL F-IV, especially F-IV, 4
Unity

A.82 EPC and R.44 EPC, GL F-V
Unsearched subject-matter

R.137(5) EPC, GL H-II, 6
Number of independent claims
R.43(2) EPC, GL F-IV, 3.2
3. Novelty (A.52(1) EPC and 54 EPC)
[Example: 5 marks]
· (if relevant) It is noted that it is not permissible to combine prior art documents or separate embodiments within them for the purposes of novelty (GL G-VI, 1)

3.1 Claim 1
· The subject-matter of amended claim 1 is new over first prior art document which forms part of the state of the art under A.54(2)/A.54(3) EPC because:
· first prior art document does not disclose…
· Instead, first prior art document discloses…
· Repeat for other documents

3.2 Next independent claim

· The subject-matter of amended claim X is new over first prior art document which forms part of the state of the art under A.54(2)/A.54(3) because:
· first prior art document does not disclose…
· Instead, first prior art document discloses…
3.X Summary

Thus, the subject-matter of amended claims 1 and X is new in view of each of the cited documents
4. Inventive Step (A.52(1) and 56 EPC)
4.1 Claim 1

Closest prior art
[Example: 5 marks]
Following the problem-solution approach, set out in GL G-VII, 5, document A, against which claim 1 is characterised, is considered to be the closest prior art because (GL G-VII, 5.1):
· It is that one single reference which discloses the combination of features which constitutes the most promising starting point for an obvious development for leading to the claimed invention.

· In particular, it is directed to a similar purpose or effect as the invention (or at least belongs to the same or a closely related technical field).  For example, …
· It also corresponds to a similar use and requires the minimum of structural and functional modifications to arrive at the claimed invention (T606/89).  For example, …
[Discuss why other cited documents are not the closest prior art]
Thus, document A is the closest prior art.

Difference

[Example: 2 marks]
· As explained in 3.1 above, the claimed invention differs from document A in that it requires that … (GL G-VII, 5.2).  This/these feature(s) will hereinafter be referred to as the “distinguishing feature(s)”.
Technical effect

[Example: 6 marks]
· A technical effect of the distinguishing features is that… This can be seen in the description of the present application on page… (GL G-VII, 5.2)
· Be very careful with this as worth a lot of marks

· Typically, more detail is needed than just the most apparent effect / advantage

OTP

[Example: 3 marks]
· An objective technical problem might therefore be seen to be the aim and task of modifying or adapting the [thing] described in document A to provide this technical effect
· [Although this is a reformulation of the originally stated technical problem, the skilled person would recognise this technical problem on the basis of the above effect as implied by or related to the originally stated technical problem (GL G-VII, 5.2). This is because …]
Skilled person’s task

[Example: 24 marks]
· Starting from document A and faced with the objective technical problem, we submit that the solution provided by the claimed invention would not have been obvious to the skilled person in the light of the prior art.  

· Specifically, we submit that it cannot be said that the skilled person would (not simply could, but would) have modified the [thing] of document A to arrive at the claimed invention in order to solve the objective technical problem, while taking the prior art into account (GL G-VII, 5.2) 

Closest prior art alone

· Starting from document A alone, the skilled person seeking to solve this technical problem would 

· not find a solution to this technical problem in document A
· Note wording in GL G-VII, 5.3 “the point is not whether the skilled person could have arrived at the invention by adapting or modifying the closest prior art, but whether he would have done so because the prior art incited him to do so in the hope of solving the objective technical problem or in expectation of some improvement or advantage”.

· in fact, be led away from the claimed solution; see page… which explains that…

· Thus, the skilled person would not arrive at the claimed invention on the basis of document A alone.
No motivation to combine

· Although it is permissible to combine prior art documents for the purposes of inventive step (GL G-VII, 6), the skilled person looking to solve this objective technical problem would be unlikely to consider document B because 
· it does not provide a solution to this problem
· it is inherently incompatible with document A, because… (GL G-VII, 6(i))

· it is in a remote technical field (GL G-VII, 6(ii))

· Thus, the skilled person would be unlikely to consider document B.
Wouldn’t arrive at claimed invention even if did combine

· However, even if the skilled person did, for some reason, consider document B, 
· they would find that document B does not, in fact, provide a solution to the objective technical problem; instead, document B… 
· although document B is concerned with the same problem, see page…, this is solved in a completely different way by …..  Thus, even if the skilled person were to consider using this teaching, they would modify the [thing] of document A by…[what would they actually end up with]… which would not lead to the claimed invention
· document B actually teaches against the claimed invention on page….  
· Thus, the skilled person would still not arrive at the claimed invention.
Other documents

Repeat for other documents

CGK

For completeness, even if the skilled person were to start from the disclosure of document A and be faced with the objective technical problem, they would not arrive at the claimed solution using their common general knowledge (GL G-VII, 6 (iii)).  

The skilled person trying to solve the objective technical problem would, instead, … and, thus, would not arrive at the claimed invention.

Other

· GL G-VII, 8: Ex post facto (only use if necessary!)

· GL G-VII, 10.2: Unexpected technical effect; not mere bonus effect

· GL G-VII, 10.3: Long-felt want; commercial success

· GL G-VII, Annex: Specific examples

4.2 Other Independent claims

[Example: 5 marks]
Repeat the above!

4.3 Summary

Thus, the subject-matter of claims 1 and X is new (section 3 above) and involves an inventive step (section 4 above). The subject-matter of the remaining claims is new and involves an inventive step by way of their dependency (GL G-VII, 14).

Making sure each objection has been responded to

· With references to the following paragraphs of the examination report, it is believed that all the objections have been overcome or rendered moot by the above amendments:

· Paragraph 1 - …
Yours faithfully,
REP’S NAME – THINK TWICE BEFORE WRITING
Authorised Representative
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